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date of the continuation-in-part appli-
cation.

[57 FR 2034, Jan. 17, 1992, as amended at 65
FR 54666, Sept. 8, 2000]

§1.57 Incorporation by reference.

(a) Subject to the conditions and re-
quirements of this paragraph, if all or
a portion of the specification or draw-
ing(s) is inadvertently omitted from an
application, but the application con-
tains a claim under §1.55 for priority of
a prior-filed foreign application, or a
claim under §1.78 for the benefit of a
prior-filed provisional, nonprovisional,
or international application, that was
present on the filing date of the appli-
cation, and the inadvertently omitted
portion of the specification or draw-
ing(s) is completely contained in the
prior-filed application, the claim under
§1.55 or §1.78 shall also be considered
an incorporation by reference of the
prior-filed application as to the inad-
vertently omitted portion of the speci-
fication or drawing(s).

(1) The application must be amended
to include the inadvertently omitted
portion of the specification or draw-
ing(s) within any time period set by
the Office, but in no case later than the
close of prosecution as defined by
§1.114(b), or abandonment of the appli-
cation, whichever occurs earlier. The
applicant is also required to:

(i) Supply a copy of the prior-filed
application, except where the prior-
filed application is an application filed
under 35 U.S.C. 111,

(if) Supply an English language
translation of any prior-filed applica-
tion that is in a language other than
English; and

(iii) ldentify where the inadvertently
omitted portion of the specification or
drawings can be found in the prior-filed
application.

(2) Any amendment to an inter-
national application pursuant to this
paragraph shall be effective only as to
the United States, and shall have no ef-
fect on the international filing date of
the application. In addition, no request
to add the inadvertently omitted por-
tion of the specification or drawings in
an international application desig-
nating the United States will be acted
upon by the Office prior to the entry
and commencement of the national
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stage (§1.491) or the filing of an appli-
cation under 35 U.S.C. 1l11(a) which
claims benefit of the international ap-
plication.

(3) If an application is not otherwise
entitled to a filing date under §1.53(b),
the amendment must be by way of a
petition pursuant to this paragraph ac-
companied by the fee set forth in
§1.17(f).

(b) Except as provided in paragraph
(a) of this section, an incorporation by
reference must be set forth in the spec-
ification and must:

(1) Express a clear intent to incor-
porate by reference by using the root
words ‘‘incorporat(e)”” and ‘‘reference”’
(e.g., ““incorporate by reference’’); and

(2) Clearly identify the referenced
patent, application, or publication.

(c) “Essential material’”’ may be in-
corporated by reference, but only by
way of an incorporation by reference to
a U.S. patent or U.S. patent applica-
tion publication, which patent or pat-
ent application publication does not
itself incorporate such essential mate-
rial by reference. ‘“Essential material”’
is material that is necessary to:

(1) Provide a written description of
the claimed invention, and of the man-
ner and process of making and using it,
in such full, clear, concise, and exact
terms as to enable any person skilled
in the art to which it pertains, or with
which it is most nearly connected, to
make and use the same, and set forth
the best mode contemplated by the in-
ventor of carrying out the invention as
required by the first paragraph of 35
U.S.C. 112;

(2) Describe the claimed invention in
terms that particularly point out and
distinctly claim the invention as re-
quired by the second paragraph of 35
U.S.C. 112; or

(3) Describe the structure, material,
or acts that correspond to a claimed
means or step for performing a speci-
fied function as required by the sixth
paragraph of 35 U.S.C. 112.

(d) Other material (‘“Nonessential
material’’) may be incorporated by ref-
erence to U.S. patents, U.S. patent ap-
plication publications, foreign patents,
foreign published applications, prior
and concurrently filed commonly
owned U.S. applications, or non-patent
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publications. An incorporation by ref-
erence by hyperlink or other form of
browser executable code is not per-
mitted.

(e) The examiner may require the ap-
plicant to supply a copy of the mate-
rial incorporated by reference. If the
Office requires the applicant to supply
a copy of material incorporated by ref-
erence, the material must be accom-
panied by a statement that the copy
supplied consists of the same material
incorporated by reference in the ref-
erencing application.

(f) Any insertion of material incor-
porated by reference into the specifica-
tion or drawings of an application must
be by way of an amendment to the
specification or drawings. Such an
amendment must be accompanied by a
statement that the material being in-
serted is the material previously incor-
porated by reference and that the
amendment contains no new matter.

(g) An incorporation of material by
reference that does not comply with
paragraphs (b), (c), or (d) of this section
is not effective to incorporate such ma-
terial unless corrected within any time
period set by the Office, but in no case
later than the close of prosecution as
defined by §1.114(b), or abandonment of
the application, whichever occurs ear-
lier. In addition:

(1) A correction to comply with para-
graph (b)(1) of this section is permitted
only if the application as filed clearly
conveys an intent to incorporate the
material by reference. A mere ref-
erence to material does not convey an
intent to incorporate the material by
reference.

(2) A correction to comply with para-
graph (b)(2) of this section is only per-
mitted for material that was suffi-
ciently described to uniquely identify
the document.

[69 FR 56539, Sept. 21, 2004]

§1.58 Chemical and mathematical for-
mulae and tables.

(a) The specification, including the
claims, may contain chemical and
mathematical formulae, but shall not
contain drawings or flow diagrams. The
description portion of the specification
may contain tables, but the same ta-
bles may only be included in both the
drawings and description portion of the
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specification if the application was
filed under 35 U.S.C. 371. Claims may
contain tables either if necessary to
conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) Tables that are submitted in elec-
tronic form (881.96(c) and 1.821(c)) must
maintain the spatial relationships (e.g.,
alignment of columns and rows) of the
table elements when displayed so as to
visually preserve the relational infor-
mation they convey. Chemical and
mathematical formulae must be en-
coded to maintain the proper posi-
tioning of their characters when dis-
played in order to preserve their in-
tended meaning.

(c) Chemical and mathematical for-
mulae and tables must be presented in
compliance with §1.52(a) and (b), except
that chemical and mathematical for-
mulae or tables may be placed in a
landscape orientation if they cannot be
presented satisfactorily in a portrait
orientation. Typewritten characters
used in such formulae and tables must
be chosen from a block (nonscript) type
font or lettering style having capital
letters which should be at least 0.422
cm. (0.166 inch) high (e.g., preferably
Arial, Times Roman, or Courier with a
font size of 12), but may be no smaller
than 0.21 cm. (0.08 inch) high (e.g., a
font size of 6). A space at least 0.64 cm.
(1/4 inch) high should be provided be-
tween complex formulae and tables and
the text. Tables should have the lines
and columns of data closely spaced to
conserve space, consistent with a high
degree of legibility.

[69 FR 56540, Sept. 21, 2004]

§1.59 Expungement of information or
copy of papers in application file.

(a)(1) Information in an application
will not be expunged, except as pro-
vided in paragraph (b) of this section or
§41.7(a) of this title.

(2) Information forming part of the
original disclosure (i.e., written speci-
fication including the claims, draw-
ings, and any preliminary amendment
specifically incorporated into an exe-
cuted oath or declaration under §§1.63
and 1.175) will not be expunged from
the application file.

(b) An applicant may request that
the Office expunge information, other
than what is excluded by paragraph
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